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The MAILING DATE of this communication appears on the cover sheet with the correspondence address • 



MONTH(S) FROM 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3_ 

THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36 (a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will 

be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this 

communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 ) K Responsive to communication(s) filed on Aug 12, 2001 . 

2a) □ This action is FINAL. 2b) K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayfe, 1935 CD. 11; 453 O.G. 213. 

Disposition of Claims 

4) 63 Claim(s) 1-4 and 10-15 is/are pending in the application, 

4a) Of the above, claim(s) is/are withdrawn from consideration. 

5) □ Claim(s) is/are allowed. 

is/are rejected. 



6) ^ Claim(s) 1-4 and 10-15 

7) D Claim(s) 

8) D Claims 



is/are objected to. 



are subject to restriction and/or election requirement. 



Application Papers 
9)D The specification is objected to by the Examiner. 



is/are objected to by the Examiner. 
is: a)D approved □)□ disapproved. 



10)D The drawing(s) filed on 

1 1 )□ The proposed drawing correction filed on 

12) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

13) D Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 
a)D All b)D Some* c)D None of: 

1 . □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. _ 



3. □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14)D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 



Attachment! s) 

15) □ Notice of References Cited (PTO-892) 

16) Q Notice of Draftsperson's Patent Drawing Review (PTO-948) 

17) §(1 Information Disclosure Statement(s) (PTO-1449) Paper No(s). 1 7 



1 8) Interview Summary (PTO-41 3} Paper No(s). 

1 9) Q Notice of Informal Patent Application (PTO- 1 52) 

20) □ Other: 



U. S. Patent and Trademark Office 

PTO-326 (Rev. 9-00) 



Office Action Summary 



Part of Paper No. 22 
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Part III DETAILED ACTION 



Claim Rejections - 35 USC§112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such fiill, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of canying out 
his invention. 

2. Claims 1-4 and 10-15 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for making alcoholic wine liquors, does not reasonably 
provide enablement for the reproduction of coffee flavor from an extraction residue. The 
specification does not enable any person skilled in the art to which it pertains, or with which it 
is most nearly connected, to practice the invention commensurate in scope with these claims. It 
is considered that the specification does not disclose the production of wine type beverages that 
can reproduce the coffee flavor from an extraction residue. Also see comments below, If 8. 



Claim Rejections - 35 USC§103 
3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that 
the subject matter as a whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner 
in which the invention was made. 
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4. Claims 1-4, 10 and 12-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Papazian in view of Rizzi et al (U.S. Pat. No. 5 ,00 8 ,125 ) for the reasons set forth in the last 
Office Action. 

5. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Papazian in view 
of Rizzi et al and in further view of Suzuki (U.S. Pat No. 3,845,220) for the reasons set forth in 
the last Office Action. 

Response to Arguments 

6. Applicant's arguments filed 08/12/00 have been fully considered but they are not 
persuasive. 

7. Applicant argues that none of the references teach the claimed invention. In response to 
applicant's arguments against the references individually, one cannot show nonobviousness by 
attacking references individually where the rejections are based on combinations of references. 
See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 
231USPQ 375 (Fed. Cir. 1986). 

8. Applicant argues that the prior art does not disclose the reproduction of coffee flavor from 
an extraction residue of roasted coffee beans. This argument is not clearly supported by the 
specification. No data is presented that using any and ail amounts of a coffee residue will 
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reproduce the coffee flavor. It is noted that the examples found in the specification appear to be 
directed to products produced by mixing a dried extract obtained from the residue and this is not 
representative of the claimed process. Therefore, that data is given no weight. 



9. No claim is allowed. 

1 0. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Curtis Sherrer whose telephone number is (703) 308-3847. The examiner 
can normally be reached on Tuesday through Friday from 6:30 to 4:30. The fax phone number 
for this Group is (703)-305-3602. 

11. Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is (703) 308-0661. 



Conclusion 




Curtis E. Sherrer 
Primary Examiner 
December 7, 2001 



